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1. Collaborative Research Projects
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Main features

- Mix of academic and industrial partners / some weaker, some
stronger

- Different countries, languages and backgrounds

- Diverging IP policies

- Work carried out in parallel (work packages) and/or jointly

- Diverging interests at exploitation stage (e.g. publishing vs
patenting)

»  HENCE: development of IP outputs BUT plurality of IP practices and
interests around the negotiation table.

Examples (derived from European Union funding)

- The main EU source of research funding: Horizon 2020 (2014-2020)
- Next up: Horizon Europe (IP rules currently under final negotiation)
- Chinese participation in H2020:

https://ec.europa.eu/programmes/horizon2020/en/horizon-2020-whats-
it-china
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IP Management: within your
institution...

As an academic institution: build your internal IP policy (IP
ownership, third party rights, IP filing protocols, publication rules,
confidentiality protocols)

Have this policy reflected in the researchers’ contracts (e.g. issues
such as confidentiality, ownership of research results)

Apply this policy to research collaborations with third party
institutions

ATTENTION: international project partners may have their own
policies — not always compatible with yours. Importance of
negotiation.

... and in a collaborative project’s

lifecycle

IP Management in a collaborative project = relevant at all stages

Proposal stage: assess all partners’ policies and expectations. Secure
confidentiality and IPR.

Negotiation stage: build a strong contractual basis for cooperation.
Set up IP management bodies.

Implementation stage: monitor IP developments. Implement
policies. Clear rights. File for IPR.

Exploitation stage: set up contracts (licensing, assignment), ensure
dissemination.

WHAT FOR: ensure that you take all steps to ensure a good
exploitation of results.
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3. Relevance of IP Management in
Collaborative Research Projects
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Why is it important to consider IP
management when taking part in a
collaborative research project?

—In many cases (e.g. H2020 funding), the proposal is
evaluated in terms of impact and feasibility. This goes by
showing that IP and exploitation issues are duly considered.

—In many cases (e.g. H2020 funding), participants have to
show best efforts commitments to exploit their own
results. IP management is essential to pave the way to a
successful exploitation.

—Therefore, a convincing outline of IP management and
exploitation strategies at individual and consortium level
can help your proposal be successful.

— Results of research and development activities often
require further investment to take them to market. Results
that are well-protected through intellectual property are
more appealing to potential investors.

— Properly managing IP from the early stages helps project
participants avoid future conflicts among the consortium.
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4. Ten Good Practices in IP
Management when running
Collaborative Research Projects

+ tips to increase staff awareness
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Overview of Good Practices

Know the legal basis Perform IP checks before starting

ﬂ Plan ahead your IP Management tools

m Clarify ownership claims early Deal with joint ownership early
H Protect the results first
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01. Know the Legal Basis

Ahead of time (before drafting the proposal):

>

Y V V

Study the legal basis of the collaboration if there is
one (e.g. Rules for Participation for Horizon 2020:
contain many IP obligations!)

Get informed about the contractual basis: what
you will have to sign with the funding authority -
grant agreement, service contract.. which [P
clauses? Attention: in certain co-funded projects,
partners may have to sign different national
funding contracts with different clauses!

Get familiar with the key concepts and vocabulary
Check if the IP rules are binding or not

Check the IP rules: they provide the framework for
what you can and cannot do.

Raise Awareness:

>

If your institution takes part in recurring research
funding programmes: train your legal, tech transfer
and research staff about the rules!
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02. Perform IP checks before starting

Before the project negotiations start, perform IP checks regarding
the work to be developed and the planned results:

>

Define the state of the art (look around the internet and
patent databases: maybe your project idea has already been
carried out somewhere)

Perform freedom-to-operate searches to see if the
exploitation of project results will be possible without
infringing third party rights

Protect what you can already protect (file for IP protection over
your existing IP assets — they will be better protected this way)

Conclude confidentiality agreements / NDAs before disclosing
your research ideas to partners or investors. THIS IS CRUCIAL to
keep novelty of potential future patents and to protect
valuable know-how!

Raise Awareness:

>

>

Train your staff on IP searches (including trade mark searches
Vs project acronyms)

Implement confidentiality protocols, train your staff to keep
secrecy and use NDAs.
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>
>
>

If funding is granted via a call for proposals: check the call’s
requirements early — are there any IP conditions or requirements?
Is IP relevant in the final assessment of your proposal? In the
future implementation and exploitation stages?

In Horizon 2020, funding is allocated on the basis of calls for

proposals. The proposals submitted are assessed on basis of various
criteria, including IP.

On this basis: discuss with your partners early enough.
The proposal may require a draft IP / exploitation strategy

Even if it does not, it is essential to know your partners’ policies
and expectations in terms of IP and exploitation, as early as
possible. This is crucial as it will help avoid misunderstandings
once the project is launched.

If you apply often to the same type of funding, train your staff
about IP requirements at the proposal stage (draft IP strategies
etc.). Consider developing templates.

Do not let researchers draft the IP / exploitation part alone:
INVOLVE YOUR TT OFFICE!

>
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04. Plan ahead your IP management
tools

Still at very early stages, it is essential to set up your future IP
management framework:

>
>

Think about the main IP management structure for the project

Consider appointing a dedicated IP management person or
body

In EU-funded projects such as H2020, there is no one-size-

fits-all solution: the size and nature of the management structure
will depend on the size of the project and on the nature of the IP
assets developed.

>

Set up protocols for IP management and monitoring of IP
developments throughout the project’s life (better centralise
this than let every partner do this individually)

Schedule related deliverables and management plans and
regular updates.

Raise Awareness:

>

Consider involving your legal office to create templates of IP
and exploitation plans and deliverables (e.g. IP register for the
project). This will allow you to use standard documents that
match your own IP practices, across your various projects.
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If your proposal is successful and funding is secured, the next
step is usually to draft a consortium agreement or
collaboration agreement to get the project going.

It is crucial at this stage to spend enough time drafting /

negotiating / refining this document as it will become the

main contractual basis for the collaboration.

»  Check if templates exist (e.g. DESCA for EU-funded
projects)

CIPe:
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> Always tailor the templates to your own needs and your > EREREHIAARR (B0 &jﬁ%mlj‘ B BIDESCA)
own situation! > IRZRIEE CHMIEETE R E HER

»  Regarding the IP clauses: check each one carefully. Be > XTFIPEFEFMREE—I, LEIEBBRFESE
mindful of what you agree to. RIERER 7

> Define your background carefully (background = the > FUIE N ENE R (EE- B ASERENTEZFEIR S~
assets and IPR you bring to the cooperation, upon which N, FrEREEA EFRERFTZ TIE)
vou will base your research work > BEREER NGRS G AR ATIRE

» Include confidentiality clauses to protect know-how and
results before patenting.
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» Never let research fellows negotiate such contracts
alone. Here the support of the legal office / tech
transfer team will be fundamental to ensure that the
agreement fits your institution’s policy and meets your
interests.



http://www.desca-agreement.eu/
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06. Clarify ownership claims early 0e6. E&'E‘Fﬂ Eﬂﬂﬁ?ﬁﬂi&'[ﬁ |

During the entire project implementation, keep in mind that
different partners will be working in parallel on different work
packages. For transparency reasons, it is therefore good
practice to:
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G
»  Regularly monitor the work developed and keep track of T
research activities " .
==z A 373 A i =4 23 v .
»  Clarify owernship claims as early as posible -> not all > EMIHEEIT R I AR I ERES I 753
partners necessarily have the same understanding of a > R B FTE AR - A — A SR S AR A
situation! Some may think that their contribution to FEIRIAIR Y AL A AT REN ARAT T 25 S skt 1 1
results gives them ownership rights, others may disagree! AT A AL, HoAd A A BEAS[F) 2
» It is therefore important to resolve all ownership-related > [, AR B BTSSR BCE <145y
disputes before reaching the exploitation stage 1R B3
> Regularly monitor the status of the related IP (who filed > CCHIAEACIPHPIRS GERE THAZESR) &
for what).
REEIR:

Raising Awareness:
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»  Train research staff to keep lab notes and management > HIIDTFEN LR SR SA0R, SRR SR A TP

staff to keep IP registers ﬁﬁf% N N
> IP Manager to schedule regular updates with all > 1P B EPTEREE ARk 2l e R
consortium partners > R ERN SRR A BE

»  Check on each partner’s ownership claims regularly.
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07. Deal with joint ownership early

By nature, collaborative research projects entail that certain
results might be developed jointly, by two or more institutions
together.

»  Consequently: IP joint ownership is something to think
about. If you are involved in a work package with another
institution, you may end up joint owners of some of the
results: BE PREPARED!

»  Check if the specific funding scheme poses rules with
regard to joint ownership.

Example linked to EU funding: in H2020, the grant
agreement defines what has to be considered as joint
results and poses specific obligations for joint owners, such as
the obligation to conclude a joint ownership agreement
(JOA).

> Best practice: in case of jointly-owned results, the
relevant owners should sit together and conclude a JOA
as early as possible, to define their respective shares and
rights in the results (e.g. territorial split). This will help
avoid blockages down the road, at the exploitation stage.
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Performing R&D tasks in the framework of a collaborative
project means that you may develop results that are
potentially protectable by IPR, or know-how that, although

not protectable as such (e.g. a method, an algorithm), has L6 OV H RS AT AT 5%, k25 V) T 7 45
lue. JRNE . § NN .
somevae AR 2% FIPRERE AR RS, RS 1A & A A2 5
. | PR | dele. ind | Ry (Blnsik. 5, B ERE—EMmE.
Several types of IPR (patents, utility models, industria K J) il 2y S w5y B 327 FF) =y
designs) require novelty as one of the filing conditions. > J}ﬁ%%gggl%g%gjé@&ﬁiiﬁi%%%iﬁQj%b
Novelty means that information regarding the invention lx%?jfﬁﬁ;‘;?(\ﬁ\ 7;51'];?:?; i EFliEO‘Z%ﬁ%)\ng)IQJ =
IV X7, Bk S H ’ MFAST =

or result should not be disclosed to anyone before filing . e g A
’ H E BB RS
except under confidentiality obligations. R RARA RN BRTRG LRI

»  Know-how can be valuable and yet unprotectable by > %ﬁﬁﬁﬁfﬁé@ﬁ1ﬁ@’ﬁ1g$%%ulﬁffﬂ%?ﬁ° fEIX
IPR. In such cases, the only way to protect it against ﬂj‘%%T"ﬁ%ﬁ B SETEFH IR F M — AR
competitors is to keep it as a trade secret. TR R AR o

>  For these reasons: keep all project information and > I SR A I E E A BARE, FRANAE
outputs confidential and only disclose them under {RZWML/ NDA R AT R !

confidentiality agreements / NDAs!

> BRI 0 T R R )

»  Train your staff about the importance of maintaining

confidentiality > WE A HLEAE B
> Set up protocols surrounding the use of confidential > AEHIE N A R T AR LR EE (NDAD
information

» Use encryption mechanisms and contractual tools to n—
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https://www.gov.uk/government/publications/non-disclosure-agreements

09. Protect the results first

In many projects, the dissemination of results (research papers,
conferences) is key for visibility and enhancement of the
researchers’ careers. But before disseminating the results or
otherwise presenting them to the scientific or investor community
(thus, disclosing them to the public), it is essential to protect
them!

>

Different types of IPR protect different types of results:
copyright (software, articles), patents (inventions, processes),
industrial designs (new appearances of products), trade marks
(names and logos), etc. Involve your legal office and, if
needed, external IP lawyers to assess the suitability of each
type of IPR for each result.

Most IPR are territorial. For example, you will get trade mark
rights or patent rights only in the territories where you file for
protection: role of the IP Manager to oversee protection
steps!

Raising Awareness:

>

>

Train researchers to keep results secret before suitable
protection steps have been taken

Some IPR require renewal or payment of annuities: train your
staff to monitor deadlines!
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Not all collaborative research projects produce exploitable
results — some project outputs have a lower TRL and will require
years of extra R&D / fine-tuning before reaching the market.

»  However, results should in principle be used once the
project ends: be commercialised, or further used in
research.

Example: in H2020, there is an obligation to use or
exploit the results for 4 years after the project ends.

»  Before the project ends, it is therefore essential to set up
an exploitation strategy.

»  Which routes are available depending on the nature and
TRL of results?

»  Which partners own the key results? Are they interested
in exploiting them? Are other partners interested in
exploiting them?

»  If several partners want to continue together: set up a
spin-off? A joint-venture?

»  Are any IP assets (background or results) belonging to
other partners necessary at the exploitation stage? If so:
negotiate licences or further collaborations early enough!

»  Which markets are available? Do you have freedom to
operate on such markets?

»  Remember the territorial aspect of IPR: file for protection
before you go!

A\
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Conclusion: keep in mind...

Collaborative research projects are a great means of pooling resources
and skills to produce innovation. From an IP management standpoint,
they involve:

Getting to know the rules — learn about them early!

Giving particular attention to confidentiality, ownership and joint
ownership issues

Agreeing on a project strategy for IP protection rather than relying
on individual efforts

Clarifying dissemination and exploitation expectations from the
start

Setting up a strong contractual basis and a flexible IP management
structure.

IP awareness checklist: train you staff to...

Get acquainted with project rules (if you apply to the same
funding often)

Perform IP searches before submitting a research idea
Maintain secrecy and set up confidentiality protocols

Use templates for proposals, IP planning and deliverables:
streamline IP practices

Keep track of the work done and of the IP developed over
time.
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CIP.

Thank you!

Léa Montesse
University of Alicante
lea.montesse@ua.es
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